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Application/Control Number: 1 0/576,1 31 Page 2 

Art Unit: 371 1 

DETAILED ACTION 

1 . Examiner lias treated tine claim limitation of claim 1 under 35 U.S.C 112 sixth 
paragraph. 

2. Examiner withdraws his objection to the specification. The amended abstract is 
acceptable. 

3. Examiner withdraws his objection to claim 10. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 -1 3 and 1 5-1 6 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Dickson US 5588646in view of Oyarzabal US 4966367. 

Dickson teaches a practice device having a ball tethered to two elastic cords 
secured to a support structure in fig 1; wherein the ball is secured/fasten within the 
cords while forming a "Y" shape, best shown in fig 4 

As per claim 1, Dickson discloses a practicing device (see abstract) comprising: 
first elastic cord 33 and second elastic cord 32 in fig 1 ; wherein, each cord is 

secured to itself in the ball point area 26 in figs 4 and 4A, also col 2, In 33-36; see also 

examiner's markings below; 
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a ball 26 with two means for receiving the cords 32 and 33 as opening holes in 
figs 4 and 4A; 

both cords are secured to a vertical support; wherein the first cord 33, is secured 
to vertical pole 20 in fig 1 ; 

with respect to the second cord 32 being secured to a vertical support, examiner 
construed the height of the pole 25 above the ground surface to be the vertical support 
means, see examiner's markings below; 

both cords, 33 and 32 forming a "Y" shape in figs 1 , 4 and in col 2, In 44-55. 

Dickson does not disclose that the two means for receiving the cords are loops 
as described by the applicant in fig 2 indication number 14. Dickson's invention is in the 
field of a tethered ball batting practice device such as baseball or softball in col 1 , In 56- 
57. A skilled artisan would have been motivated to look at other tethered ball batting 
practice devices such as in Oyarzabal. Oyarzabal discloses a tethered ball batting 
practice device for use in baseball, softball, tennis, handball, racquetball or shuttlecock 
(col 2, In 23-26) where the ball is tethered by two means for receiving cords via loops 
42a in figs 3 and 4. 

It would have been obvious at the time the invention was made to one of ordinary 
skill in the art to modify Dickson's means for receiving the cords in the tethered ball 
using the well known means of loops in the tethered ball as taught by Oyarzabal, for the 
reason that a skilled artisan would have been motivated to provide a simple substitution 
of one known element in securing a tethered baseball or softball (Dickson's means for 
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receiving cords using opening in tine practice ball as shown in 4) for another 
(Oyarzabal's means for receiving the practice ball using loops as shown in figs 3 and 4) 
to obtain the predictable results of securing the practice ball to the elastic cords to form 

the practice device. 

As per claims 2, 3 Oyarzabal discloses the receiving means, loops 42a located 
on the periphery of the ball on opposite sides, in figs 3 and 4. 

As per claims 4, 12, Dickson discloses the elastic cords 32 and 33 having 
anchoring means of eye bolt 28 (i.e. clip) secured to the support surface, best shown in 
fig 3a; see col 3, In 60 to col 4, In 1-6 three or more eye bolt 28 to anchor the cords to 
the support frame. 

As per claim 5, Dickson discloses the securing means to be a square knot, as 
best shown in fig 4A and in col 4, In 17-21 . 

With respect to the definition of the word tape, the dictionary defines tape as: a 
long, narrow strip of linen, cotton, or the like, used for tying garments, binding seams or 
carpets, etc. 

Thus, Dickson's square knot tying meets this description of being a tape and 
therefore meets the claimed limitation of claim 5. 
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As per claim 6-9 tine combination Dicl^son and Oyarzabal teach tlie touching 
engagement of the elastic cords to the tethered ball forming the "Y" shape; see 
Dickson's fig 4A and col 2, In 44-55. The combination Dickson and Oyarzabal do not 
teach the specific claimed ranges of distance between the engagement points to the 
ball or the distance between the two supports. However , as the court had held, claims 
which fell within the broad scope of the references were held to be unpatentable there 
over because, among other reasons, there was no evidence of the critical ity of the 
claimed ranges of weight or proportions; see In re Hoeschele, 406 F.2d 1403, 160 
USPQ 809(CCPA 1969). Thus, the claimed distances are obvious in view of the 
unspecified distances in Dickson's "Y" shape (figs 1 and 4). 

Applicant needs to provide evidence that theses specific distance ranges are 
essential in constructing applicant's invention. 

As per claim 10, Dickson discloses the height of the device can be determined by 
a user/player in col 2, In 51 to col 3 In 35. Also, figs 2, 2b, and fig 3 describing that the 
height of member 21 is determined by pin 27 which further determines the height of ball 
26. 

As per claim 1 1 , the combination Dickson and Oyarzabal are silent regarding the 
manufacturing of the flexible cords material. However, as the court had held, the 
selection of a known material based on its suitability for its intended use supported a 
prima facie obviousness determination in Sinclair & Carroll Co. v. Interchemical Corp., 
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325 U.S. 327, 65 USPQ 297 (1945). See also In re Leshin, 227 F.2d 197, 125 USPQ 
416 (CCPA 1960) selection of a known plastic to make a container of a type made of 
plastics prior to the invention was held to be obvious. 

Thus, a skilled artisan would have been motivated in using the well known 
bungee type material in forming the cords for the reason that the bungee type material 
is known for being flexible and elastic and Dickson describes their cord as flexible (col 
1 , In 56-67) and Oyarzabal describes their cord as elastic (col 2, In 1-4). 

As per claim 13, Oyarzabal discloses that a tethered ball batting practice device 
that is used for baseball can also be used for tennis in col 2, In 23-25 ; thus, it would 
have been obvious to use a tennis ball in the combination Dickson and Oyarzabal 
because of Oyarzabal's explicit teaching where ball B is a tennis ball in fig 2. 

As per claim 15, Dickson discloses a number of separate sections of elastic cord 
in achieving the "Y" shape using the square knot section in figs 4 and 4A to secure 
practice ball 26, and in col 4, In 12-21 the use of different end sections of the cords to 
achieve the "Y" shape. 

As per claim 16, Dickson discloses a practicing device (see abstract) comprising: 
a ball 26 with two means for receiving the cords 32 and 33 as opening holes in 

figs 4 and 4A; 
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first elastic cord 33 and second elastic cord 32 in fig 1 ; wherein, each cord is 
secured to itself in the ball point area 26 in figs 4 and 4A and also in col 2, In 33-36; see 
also examiner's markings below; 

both cords are secured to a vertical support; wherein the first cord 33, is secured 
to vertical pole 20 in fig 1 ; 

with respect to the second cord 32 being secured to a vertical support, examiner 
construed the height of the pole 25 above the ground surface to be the vertical support 
means, see examiner's markings below; 

both cords, 33 and 32 forming a "Y" shape in figs 1 , 4 and in col 2, In 44-55. 

Dickson does not disclose that the two means for receiving the cords in the ball 
are loops as described by the applicant in fig 2 indication number 14. However, it would 
have been obvious to substitute Oyarzabal's loops in the tethered ball for the means for 
receiving the cords in Dickson for the reasons described above with respect to the 
rejection of claim 1 . 

6. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dickson 
US 5588646 in view of Oyarzabal US 4966367 as applied to claim 1 above, and further 
in view of Amron US 5553848. 

As per claim 14, the combination Dickson and Oyarzabal do not teach that the 
ball is soccer ball. However, Amron discloses a practice device using a soccer ball in 
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the abstract and in fig 5B soccer ball 80, where Amron's practice device is in the field of 
striking an object such as soccer ball, baseball, softball and tennis ball in col 3, In 64-67. 

It would have been obvious at the time the invention was made to one of ordinary 
skill in the art to provide the combination Dickson and Oyarzabal's practice ball as a 
soccer ball as taught by Amron, for the reason that a skilled artisan would have been 
motivated to provide a simple substitution of one known element (tennis or 
baseball/softball ball as taught by the combination Dickson and Oyarzabal) for another 
(Amron's soccer ball) to obtain the predictable results of having a practice device 
suitable as a striking device where Amron teaches that sports that involve striking an 
object Includes soccer, baseball, softball and tennis in col 3, In 64-67. 
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Examiner's markings 



U.S. Patent Dec. 31,1996 sheet 1 of 3 5,588,646 




Each cord is 
secured to itself in 
area 26 
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Response to Arguments 

7. Applicant's arguments with respect to claimsl -1 6 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AMIR KLAYMAN whose telephone number is (571 )270- 
7131 . The examiner can normally be reached on Mo.- Fr. (7:30AM-5:00PM). If attempts 
to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Eugene KIM can be reached on (571 ) 272-4463. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/AK/ 



12/10/09 
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